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Commissioner for Patents 
PO Box 1450 

Alexandria, VA 2231 3-1 450 



Date: March 14, 2006 



Sir: 

Appellants hereby submit this Pre-Appeal Brief Request for Review in 
connection with the above-identified application. A Notice of Appeal is filed 
concurrently herewith. This Brief addresses the rejection of claims 1-2 and 4-9. 

Claim 1, in part, requires 'to conserve power, the storage controller 
modifies operation of the storage system based on a status of the data transfer." 
Claim 1 further requires that "the storage controller modifies operation of the 
storage system by turning off a portion of the storage system." 

The Examiner recognizes that Trost does not disclose "the storage 
controller modifies operation of the storage system by turning off a portion of the 
storage system" as required in claim 1, but asserts that White's sleep mode 
results in turning off an error correction decoding circuit 5. White does not 
explicitly teach the error correction decoding circuit 5 is turned off during the sleep 
mode. Instead, White teaches the error correction decoding circuit 5 receives a 
sleep on/sleep off signal and initiates decoding when re-entering a normal mode 
(paragraph [0020]). The sleep ON/sleep OFF signal does not necessarily relate 
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to an on/off state. For example, White's refresh period controller 7 uses a sleep 
ON signal simply to reduce a refresh rate (see col. 2, paragraph [0018]-[0020]). 
Also, White's error correction encoding circuit 3 uses the sleep ON signal to begin 
encoding the contents of the DRAMs 13 (see paragraph [0020]). Thus White's 
sleep mode and/or sleep ON signals do not teach or even suggest "turning off a 
portion of the storage system" as required in claim 1. 

Even if White were combined with Trost, the combination still would not 
teach Appellants' claimed "to conserve power, the storage controller modifies 
operation of the storage system based on a status of the data transfer, wherein 
the storage controller modifies operation of the storage system by turning off a 
portion of the storage system." Instead, the combination would adjust the 
frequency of a variable rate oscillator based on the fullness of a FIFO buffer as 
taught in Trost and reduce a DRAM refresh rate when a sleep mode is activated 
as taught in White. White's sleep mode is only activated based on a 
predetermined time period elapsing with no user activity (e.g., striking a key or 
moving a mouse) (see paragraphs [0025] and [0029]). Thus even if White were 
interpreted to teach turning off the error correction decoding circuit 5 in the sleep 
mode as suggested by the Examiner, the sleep mode of the combination would 
still occur after a predetermined time period elapses with no user activity (e.g., 
striking a key or moving a mouse). Since the proposed modification cannot 
change the principle of operation of a reference (see MPEP 2143.01), the 
combination of Trost and White still fails to teach Appellants' claimed "to conserve 
power, the storage controller modifies operation of the storage system based on a 
status of the data transfer, wherein the storage controller modifies operation of 
the storage system by turning off a portion of the storage system." For at least 
these reasons, claim 1 and its dependent claims are allowable over the cited 
references. 

In addition to the reasons provided with respect to claim 1 , claim 6 requires 
"the storage controller modifies operation of the storage system by turning off the 
error correction logic of the storage memory interface in the storage system." As 
previously described, White implements error correction logic including an error 
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correction encoder 3 and an error correction decoder 5. The error correction 
encoder 3 performs encodes the contents of White's DRAMs during a sleep 
mode (see paragraph [0020]). When entering a normal mode, the error 
correction decoder 5 initiates the detection and correction of errors (see 
paragraph [0020]). White does not teach or suggest the error correction encoder 
3 and error correction decoder 5 are turned off as required by Appellants' claimed 
"the storage controller modifies operation of the storage system by turning off the 
error correction logic of the storage memory interface in the storage system." 
None of the references cited by the Examiner, considered individually or together, 
teach or suggest the above limitation. For at least these additional reasons, claim 
6 is allowable over the cited references. 

In addition to the reasons provided with respect to claims 1 and 6, claim 7 
requires "an encoder for encoding data to be stored in the storage memory," "a 
decoder for decoding data retrieved from storage memory" and "wherein the 
storage controller modifies operation of the storage system by turning off the 
decoder in the error correction logic of the storage memory interface." As 
previously described with respect to claim 1 , White does not teach or suggest the 
error correction decoding circuit 5 is turned off in the sleep mode. None of the 
references cited by the Examiner, considered individually or together, teach or 
suggest the above limitation. For at least these additional reasons, claim 7 is 
allowable over the cited references. 

In addition to the reasons provided with respect to claims 1, 6 and 7, claim 

8 requires "the storage controller turns off the decoder by disconnecting power to 
the decoder." None of the references cited by the Examiner, considered 
individually or together, teach or suggest this limitation. For at least this additional 
reason, claim 8 is allowable over the cited references. 

In addition to the reasons provided with respect to claims 1 , 6, and 7, daim 

9 requires "the storage controller turns off the decoder by disconnecting a clock 
signal to the decoder." None of the references cited by the Examiner, considered 
individually or together, teach or suggest this limitation. For at least this additional 
reason, claim 9 is allowable over the cited references. 

,70800.01,2,62.02000 Page 3 Of 4 HP PDNO 200205662-1 



PACE 4/7 * RCVD AT 3/14/2006 5:13:57 PM [Eastern Standard Time] - SVR:USPTO*FXRF-6/41 ■ DNIS:2738300 * CSID:7 132388008 " DURATION <mm-ss):02-50 



, 03/14/2006 18:09 FAX '7132388008 



©005/007 



Appl. No. 09/998,513 

Pre-Appeal Brief dated March 14, 2006 

Reply to final Office action of November 16, 2005 



Appellants respectfully request reconsideration and that a timely Notice of 
Allowance be issued in this case. It is believed that no extensions of time or fees 
are required, beyond those that may otheiwise be provided for in documents 
accompanying this paper. However, in the event that additional extensions of 
time are necessary to allow consideration of this paper, such extensions are 
hereby petitioned under 37 C.F.R. § 1.136(a), and any fees required (including 
fees for net addition of claims) are hereby authorized to be charged to Hewlett- 
Packard Development Company's Deposit Account No. 08-2025. 

Respectfully submitted, 




Alan D. Christenson 
PTO Reg. No. 54,036 
CONLEY ROSE, P.O. 
(713) 238-8000 (Phone) 
(713) 238-8008 (Fax) 



AGENT FOR APPELLANTS 

HEWLETT-PACKARD COMPANY 

Intellectual Property Administration 

Legal Dept., M/S 35 

P.O. Box 272400 

Fort Collins, CO 80527-2400 
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